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DETAILED ACTION 

Claims 1-25 are pending in the instant application. 

Election/Restriction 

Claims ,6a„d,7arewi.hdra™fro. farther con— npursuant.o37CFRl.l«^^^ 
.,ein,d.aw„toa„one.ec.ed— ,.h.e^in,„oaUowaMege„e.coHin.in.o,ai.^ 

Applicant timdytraversed the res.ric..o„(e.ec«on)rec,ui«t in P^^^^ 

ApplicanfseleCion with trav«seofGroupIinPape,No.7 ,s acknowledged. The 

„aversal is on the g»,.d(s)that no benef,.isderivedfr«m—in,the restriction 
.,u,ten,entbeeause the two inventions atecloselytelatedandwouldte^ui. — .^^ 
.atehandconsidetation.Thisisnotfoundpetsnasivehecansethesea.ehesandconstdetat.ons 
.t,uited.tptopet,ye— sGtonp..dtawntocon,pos.tionsandn,ethodscontprisin.n.ta^^^ 
acids and GtonpMtawn to ptoteins,wonldnot he coextensive, despite sonteoveriap. 



The requirement 



is still deemed proper and is therefore made FW AL. 



Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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Claims 4, 7, 8, 18-25 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefmiteforfailing to part.cularlypo.nt out and distinctly claim the ^^^^ 

applicant regards as the invention because: 

Claims 4, 7, 8. 18. 20, 22, 24 and 25 rectte the limitation" DNA molecule of claim V in 
U„es 2-3 of the claims. There is insufftcent antecedent basis for this limitation in the claims. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12; 

process of making and using it, in such full, ^^'e^^' ' ' ^ly connected, to 

carrying out his invention. 

Claims 1, 4-15 and 18-25 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described ,n the specificatton in suchawayas to reasonably convey 

to one skilled in the relevant art that the inventor(s), at the timetheapphcation was filed, had 

possession of the claimed invention. 

The claims are drawn to compositions and methods for modulating the fertility or 
fecundity of a plant (and transgenic plants and plant cells generated from the methods) 
comprising transducing the plant withanucleicacidmoleculeencodmgashort integuments. 

protein, includinganucleotidese<,uencewhtch,satleast55%simil.t„SEQ.DN0.1,or an 

antisense derived therefrom. 

The specification and claims do no. indicate what d.sttnguishing attributes are concisely 
shared by the members of the genus comprising nucleic acid molecules encoding a short 
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..^..^...^^^^^^^^^ 
^^.^..^^^^^^^^^^^^ 

,_,ec.c,„o..e„.aU..a.e.wHaU.„e...XH.,^PP.^^ 
ofthe claimed genus. 

• .A n^pr^S use 112, first paragraph, because the 
Claims 1-15 and 18-25 are rejected under 35 U.b.U. 

,,„,..„e.e..e-....a„.o>a.a™c.^ 

„._-.P»v.ee„a.e.e..„so«™cHeac. — e.^^^^^ 

,a„.—ne*et—of,a„,c* 

„.e.,ee— a.on>.e..e.s,p..e..T.spe«^ 

H- hi.ner.ains „r wi,h which i. is mos. nearly connerted, .0 make and/or 
skilled in the art to which it pertains, or wi 

use the invention conunensurate in scope with these claims. 

,.eciaimsaredrawntocompositionsandme.hodsformodulatin,tHefertilityor 

..nd.t,o.an.plant,andthe.enera.ononrans.enicp,ants,compris.n.thetra„sd.^^^^ 
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p,a„..enswi*,so,atednuc,e.acid»o.ecu,es enco.„,a„ysho„in.^^^^^^ 

,0:.(as— edb.basieB,as.,,o..ynuc.eicaci.swhich.efou„d,ohy«ze. 

hybridization buffer comprisirrg 0.9M sodium citrate buffer at 45-C. 

THefoUow.n,faetorshavebee„co„sMeredi„deter.ini„«tbatthespect«catto„does„ot 

euablethesiciiied artisan to tnake^d/or use the i„vent.o„over the scopeelainted. 

THea.ou„.of direction or guida„cepresen,eai„ .he specification AND .he 
p„senceorahsenceof«orUin.e,an.p.es.Applieantshavenot provided ..da^ceinthe 
3pecificatiento«arda.ethod„fmodu,attn,thefertnit.orfecund,tyofan,».ora,, Plant., ^ 

,nerat,n...trans.en.ep,antswithaUeredfert.t,characterist,eseo«prisin,t^^ 
of,antsor,antceilsw.th„uc,e.eacidsene„d,n.an. Short ,nte.uments,prote.n,or — 

derived therefrom. 

Thespecificationteaches.hed,sc,osureanda,i,nme„t(usingBiast)ofnucieot,desof 
SEQ>DNO.fwithaprevi„usi,diseiosedSIK,,e„e.Thespecif.eationa,soteaohesapred.cted 
a„i„„acidse<,uenee(SEQ>DNO:2)derivedfr„n,apurportedopenreading.ameofSEQ.D 
NO., Thespecif.ea.ionfailstoteachtheexpressio„ofapo,ypeptideorprotei„ofSEQmNO: 
..vitro or in v,vo. The specftcation as fried failstoteaehthetransductionofan. plants wtth 
SEQIDNO:,orant,sensederivedthere,.on„wi.erebvferti,.t.orfeeundit.hasbeen.oduiated 
,„rhetransducedhost.Thespeeif,cationfai,s^rther,noretoteaehtheeenera.,onofan. 
„.ssentc plants wttbsuehferttittyorfecundit,— ions fo,.owin.thestab,etransduet,o^ 
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«ouM„otaecepto„,.face*eexa.p,es,We„.*espec— ofa.^^^^^^^ 
aeHved.o™SEQIDNO..as.ei„,— eo„ep— of.heexp.ess.„ofa^^ 

.„.p— esof.hesenusco™p.isin,shonin.e,u™e.^ 
fe.m,c.fec».d,.y— „.sacHevedina„,a„d/c.anpla„,s— ^ 
.,.p—.pec,esof*ec,ai.Mge„us,o.a— derived^ 

,ae.of^ida„ce.„*especmcaUo„anaknow„unp— ...^^^^^^^^ 
p„,„eeades.eaoha.a— inap,a„U„vivo,or.op»aucea.a„s,e„ie,a„tba^^^ 

,e.ctedphe„o.pe.beo..inea*o.ap.n>oned— on product,^ 

p.oauc..saeHve..o.a„uc,eot,ae sequence. The specification a^ 
pa„,cu,...ancewH.c..so,ves*e..ow„unp— ..niheanassociaiea^ 

fenmty o. fecundity effects p.oviaea antisense aa—, and sp« 
.„.an.,enuscot„prisin,s.ottin.egnn,e„ts,pto.c,„s,inc,udingthosecncodedWan,nucie,c 

ac,aswitichsharea.ieast55%sinn,arit,withSEQIDNO:,,o.a.ehybriaizabiewithSEQ.D 

NO: 1 in a hybriaization buffer comprising 0.9M sodium citrate buffer a. 45-C.. 

The breadth of the claims and the quantity of experimentation required. The 

,„adU,ofthec.aimsisvery broad. Theciaims are arawn to compositions ana methoas for 

moau.atin,tbeferti,ityorfccuna,tyofanyp.ant,anathc,enerationoftransgenicp,ants, 

.omprisingthetransauctionofpiantceiiswithisoiateanucieicaciamoiecuiesencoaingany 

sborti„tesuments,prote.„,.nc,ua,„sSEQIDNO:i,oranynuc,eicac.aswHicHsbareat,eas, 
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55% Similarity wi4 SEQ ID NO-. 1 (as determined by basie Blast), or any nucleie acids which are 
found ,0 hybridize in hybridtzation buffer comprising 0.9M sodium cit^te buffer a. 45"C. In 
order to practice the inventtonover the scopeclaimed. it wouldrequire undue trial and error and 

undue experimentation beyond which is taught in the specification to practice the invention 
drawn to the generation of plants with altered fertility following the transduction with nucleic 
acids encoding any short integuments, protein Thcuantityofexperimentation required to 
practice the invention asclaimedwouldre<,uirethe<;.„ovodete,™inationofarepresentative 

number of species comprising nucleic acids encoding short integumentsl proteins, including 
those whtchshare at leastSSVostmilarity with SEQ ID NO: l.or hybridize with SEQ ID NO:l 

i„ a hybridizatton buffer comprising 0.9M sodium citrate buffer at 45«C, whereby fertility or 
fecundity is modulated following transduction with a representative number of species of this 
genus, or antisense derived therefrom. Since the specification fails to provide any particular 
guidance for the successful modulation in fertility or fecundity followtng transduction with any 
nucleicacid encodingashort integuments, protein or antisense. and since determinattonofthese 

factors for a particular short integumentsl protein in an appropriate plant host is highly 
unpredictable, it would require undue experimentation to practice the inventton over the scope 
claimed. 

Claim Rejections - 35 USC §102 
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Ecker teaches a nucleic acid molecule of SEQ ID NO: 1. encoding a sl,or. integn»en.sl 
p,o.ein of SEQ ID NO: 2 (See the accompanying aUgnmen, data between accession AC007323 
andSEQIDNos: 1 and 2). 

Conclusion 

certain papers related to this apphcation may be submitted to At, U»t,635by facsimile 
.ansmission. The faxrngofsuchpapersmust conform with the notices published in the Omcial 

Gazette. ,156 OG 61 (November 16, 1993) a.d 1157 OG 94 (December 28. .993) (sec 37 C.F.R. 
51.6(d)). Theofficial fax telcphonenumbers for the Group are (703)30S-4242and (703) 305. 

3014. NOTE: If Applicant does submit a paper by fax. the original signed copy should be 

xin nl IPT ir ATE COPIES SHOULD BE 
retained by applicant or applicant's representative. NO DUPLICA 

SUBMITTED so as to avoid the processing of duplicate papers in the Office. 

Any inquiry concemingthis communication or earlier communications from the examiner 

shouldbe directed to^aneZan. whose telephone number is (703)306-5820. If attemptsto 

.eachthe examiner by telephone are unsuccessM. the examinefssupervisor.IohnLeGuyader. 

.an be reached on (703) 308-0447. Any incuiry regarding this application should he directed to 
Ihc paten, analyst. KatrinaTumer. whose telephone number is (703) 305-3413. Any inquiry ofa 

general nature or relatingto the statusofthisapplicationshouldbe directed to the Group 
receptionist whose telephone number is (703) 308-0196. 

jz y_' 

March 22, 2002 




